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 AM I AN INVENTOR? 

 By: Rick Matos, Ph. D. 

 In a corporate environment where contribution is essential for career growth, professionals 

strive for recognition.  Being a named inventor on a patent is in some corporations a pinnacle of 

recognition.  Increasingly, however, inventions are the product of a team rather than an individual 

effort.  The line drawn in the sand between inventor and noninventor is repeatedly swept away by the 

tides of change:  personnel reassignments, continued technology development, unification of 

resources and the like.  No wonder, some of the questions most frequently asked by contributors to 

new technologies and advances are:  Am I an inventor?  How is inventorship determined?  What 

considerations are used in the determination of inventorship?  How can there be more than one 

inventor?  These questions cut to the core of patent law and in effect summarize the difficulties 

associated with accurate inventorship determination which is critical not only for recognition but also 

for patent validity.   

 Although not of major importance in international patents which are filed in the name of a 

company, inaccurate inventorship which resulted from fraud, inequitable conduct or deceptive intent 

on a United States patent will invalidate the patent, since, here, a patent is filed in the name of the 

inventor.  Many millions of dollars have been lost on account of fraudulent behavior on the part of 

some inventors.   

 Inventorship is a legal determination based on fact.  Although, the principles of inventorship 

are laid out in case law and federal rules and statutes, the determination of inventorship in a team 

environment is rarely straightforward:  distinctions are clouded;  people's memories and perceptions 

may be contradictory; and records may be incomplete.  To top it off, no two inventorship 

determinations are exactly the same and each is extremely fact specific. 
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 Inventorship determination is an interactive process between all the contributors to an 

invention and the patent agent or attorney.  It should be the hallmark of open communication, where 

everybody wins and the only loser is the one who fraudulently and with deceptive intent withholds 

critical information resulting in an inaccurate inventorship.   

 Being named an inventor on a patent is different than being a contributor to an invention.  

Patents are limited by the claims and not by the disclosure, or text, of the patent.  For example, suppose 

there are several inventions disclosed in the text and only one claimed.  In that case, the named 

inventor should be the one whose invention was claimed.  Where more than one person contributed 

toward the conception of the claimed invention, they will likely all be named inventors and called 

"coinventors" or "joint inventors" as we will cover shortly.   Now to the process. 

 

The Process of Inventorship Determination 

 Once a decision to file a patent application has been made, a request for inventorship 

information from all contributors is made by the patent agent.  Note that inventorship information is 

different than technical information.  The former focuses on when and who did what first.  The latter 

focuses on how and why was what done.  The preparation and form of submittal for inventorship 

information is the topic of another article.  For now, we will assume that the inventorship information 

received by the patent agent is in good form. 

 The next step is review of the inventorship information.  Some time during the process of 

request, receipt and review of the information, the agent will have developed a definite scope for the 

patent claims to be filed.  It is the agent's responsibility, then, to review the inventorship information 

in light of the scope of the claims to be filed.  Almost inevitably, questions will arise as the agent 
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studies and organizes the information in some sort of chronological order.  The agent then 

communicates with one or more of the contributors to clarify details, discuss contradictory 

information or the like.  Following consideration of case law and federal rules and statutes and 

contribution to conception of the claimed invention, the initial inventorship determination is made.  

However, overall inventorship determination may not necessarily be complete.  Consider the 

following. 

 Patent applications are examined in the PTO by an examiner and more often than not their 

claims rejected.  An "Office Action" (OA) by the examiner, detailing the reasons for the rejection, is 

issued to the applicant.  In a "response" to the OA, the applicant generally has to narrow the scope of 

the claims.  The above steps may repeat themselves until the application finally issues as a patent.  

Since the scope of the claims has been changed as of the time of filing, it is possible the inventorship 

has also changed.  Therefore, another inventorship determination must be conducted prior to letting 

the patent issue. 

 Once the patent issues, the inventorship determination is generally over.  However, from time 

to time, new information regarding inventorship or patentability of the claimed invention surfaces.  

At such times, it may be necessary to correct the inventorship.  Procedures for doing so will depend 

on the reason for which the error occurred.  

 

Considerations for Inventorship Determination 

 As mentioned above, inventorship information focuses on when and who did what first.  Let's 

make the assumption for now that an accurate and complete inventorship information packet was 

provided to the agent.  What is the definition of invention?  What impact does the case law and federal 

rules and statutes have on inventorship?  What other issues must one consider in determining 
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inventorship?   

 Invention is the combination of conception (idea) and reduction to practice (making a working 

model).  Conception requires both the idea of the invention's structure and possession of an operative 

means of making it, i.e. you need to have conceived the invention and all of its key elements and 

reduced it to practice.  However, invention does not require an actual reduction to practice.  The courts 

have held that the filing of a United States patent will give an inventor a constructive reduction to 

practice which when coupled with complete conception will be considered an invention. 

 In order to be a named inventor on a patent, the courts have also held that a person must have 

contributed to the final or complete conception of a claimed invention.  Complete conception requires 

that the conceived invention be operable for its intended purpose and include all of its key elements. 

 The courts have also held that contribution solely to reduction to practice of an invention is 

insufficient to establish inventorship.  A person who merely follows the instructions of another in 

performing experiments is not an inventor.  For those persons involved in the testing and interpretation 

of results of an invention, such work is generally considered part of the reduction to practice as it 

merely confirms the operability of the invention. 

 At times, it is clear that more than one person has contributed to the complete conception of 

a claimed joint invention.  In such cases, the courts have defined a joint invention as the product of 

collaboration of the inventive endeavors of two or more persons working toward the same end and 

producing an invention by their aggregate efforts.  Additionally, the courts have held that coinventors 

need not physically work on a patent at the same time, or make the same type or amount of 

contribution, or even contribute to every claim on a patent.   

 Where there is more than one potential inventor, the chronological order of events is a critical 

component in the inventorship determination.  The United States has a first-to-invent system whereas 
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other countries have a first-to-file system.  Simply put, in the U.S., the first one of two or more people 

to conceive and reduce to practice the exact same invention gets his/her name on the patent.  For 

example, in a team where two members conceived and reduced to practice the same invention but at 

different times, the first to invent will be the named inventor. 

 An invention must fall within a group of statutory classes and be novel, useful and nonobvious 

in order to be patentable.  While these requirements are considered in determining patentability, they 

are also used for determining inventorship.  For the purposes of this discussion, we will assume that 

the inventors' contributions resulted in an useful invention that fell within a statutory class.  What of 

novelty and nonobviousness?   

 In order to be an inventor, one must have made a novel and nonobvious contribution to the 

final conception of a novel invention claimed.  That is, a person’s contribution to a particular invention 

must result in a novel and nonobvious invention.  Novelty relates to whether or not something has 

been made, used, known, sold, patented or described in a printed publication previously in the United 

States or abroad.  As a rule, a person’s invention will not be considered novel if: (a)  the invention 

was known or used by others in the United States or was patented or described in a publicly available 

printed publication any where in any country before the invention was made by that person; (b) the 

invention was patented or described in a publicly available printed publication in any country or was 

in public use or on sale in the United States more than one year prior to the date of filing a United 

States application for that invention; or (c) someone else invented the invention sought to be patented.  

There are particular statutory limitations  Nonobviousness touches on how easily a person of ordinary 

skill in the art (the field of the invention being considered) would arrive at the same invention had he 

been faced with the same problem. Consider the following scenarios.  A first person conceives a novel 

machine for exercising the abdomen, and a second conceived attaching to it an apparatus to trim hair 
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resulting in a novel and nonobvious machine for simultaneously exercising the abdomen and 

trimming hair.  Here, both would likely be coinventors.  However, had the second person conceived 

adding an ordinary counter, as found in other exercise machines, to the abdomen exercising machine, 

such combination would likely be considered obvious, and the inventor of the abdomen exercising 

machine without the counter would likely be the sole inventor. 

 The extremely fact dependent nature of inventorship and the constant evolution of case law 

has resulted in some contradictions.  However, the above guidelines may be used as guideposts on 

the path toward an inventorship determination.  Armed with these principles, a contributor to an 

invention should be able to better understand the impact his contribution will have or has had on an 

invention. 

 

Hypothetical Inventorship Determinations 

 Well, let's see what you have learned.  The following hypothetical examples are of varying 

degrees of difficulty.  Carefully read the facts, make no assumptions and determine the correct 

inventor(s).  The answers may be found at the end of this article.  These oversimplified examples 

should not be compared with real life situations which are extremely fact specific.  I strongly urge 

you to contact a professional to assist you with an accurate inventorship determination. 

 1. Worker A conceives and reduces to practice a novel yo-yo that whistles a single note 

as you play with it.  Coworker B modifies the yo-yo so that it plays the song "It's a 

Small, Small World" as you play with it.  A patent separately claiming both 

embodiments of the yo-yo issues.  Who is the inventor? 

 2. Worker A conceives and reduces to practice a material that makes balls bounce higher 

than the height from which they are dropped.  Coworker B paints elaborate decorative 
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stripes on the balls.  A patent claiming a higher bouncing ball issues.  Who is the 

inventor? 

 3. Worker A fully conceives a sound responsive light switch that only crudely works.  

He asks contract worker B to follow A's plans and make 1000 switches for him.  A 

patent claiming the light switch issues.  Who is the inventor? 

 4. Manager A fully conceives a modified clothes dryer.  He directs a team of four 

scientists to build a prototype according to his plan.  The prototype works but needs 

improvement before marketing.  Together the four scientists make some simple 

changes that improve the dryer performance.  A patent broadly claiming the modified 

dryer without the improvements issues.  Who is the inventor? 

 5. In 1990, Worker A from ToothDent Corp. invented a new material for filling teeth.  

He was afraid somebody would take credit for his work, so he kept it secret until 1995 

when he filed a patent application.  Coworker B independently made the same 

invention in 1991 and diligently filed a patent application which issued as a patent in 

1996 naming B the sole inventor.  Worker A went to management asserting foul play 

for not being named an inventor.  Who should be the named inventor? 

Situations like those above occur almost daily.  If you got all the answers right, congratulations, you 

are ahead of most your peers.   

 

Wrap-Up 

 If you want to increase your chances of being a named inventor, keep the following 

considerations in mind. 

• Prepare an accurate and comprehensive inventorship information package which focuses on 
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when and who did what first.   

• Be completely candid and open in your communications with your agent and coworkers. 

• Be aware of what invention is claimed. 

• Contribute to the final conception of the claimed invention. 

• Verify that the invention as conceived is operable for its intended purpose. 

• Be more than just a pair of hands. 

• Be diligent in reducing your work to practice and in filing a patent application. 

• Make sure your contribution results in an invention that is novel, nonobvious and useful. 

 

Answers:  1- both; 2- worker A; 3- worker A; 4- the manager; 5- worker B. 


