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HOW THE PATENTING PROCESS WORKS 
 
Patent preparation and prosecution is a three-stage process involving: 1) preparation and filing; 
2) prosecution; and 3) issuance. The entire process takes about 12-36, with an average of about 
19-20 months. After issuance, the maintenance stage comes. Here's a typical case history of the 
process for a conventional application when a new client approaches us regarding an invention 
they have made.  
 
Preparation and filing: 
We conduct a free initial consultation with the client to determine if there are any conflicts and 
confirm that we are able to handle the application. We discuss the in's and out's of the patent 
process and discuss why one would or would not want to obtain patent protection. The client is 
made aware of the potential costs involved. 
 
We then review the technical disclosure with the client in detail to explore the extent of their 
conception and help them identify all of the applications and features of their invention. We 
determine whether the invention is patentable by conducting a patentability search and 
optionally preparing a written patentability opinion.  
 
The client decides whether to pursue patent protection. If so, a first draft of the application is 
prepared. The client is encouraged to prepare drawings, if possible, to help reduce their costs. 
The first draft is then sent to the client for review and approval. After receiving their feedback 
and incorporating their changes in the application, a second draft is prepared and sent to the 
client for review and approval. Generally, after review and approval of the second draft, the 
application is in form for filing. So, the application is then filed. 
 
Prosecution: 
This stage occurs over the next about 11-35 months. It involves a number of steps including 
filing of an Information Disclosure Statement (IDS), filing a power of attorney, filing patent 
assignment(s), filing inventor declarations, reviewing of office actions and references, filing of 
responses to office actions and more.  

Most important among these are the steps relating to office actions. An office action (OA) is a 
document prepared by the examiner handling the application in the Patent Office. The OA 
includes the examiner's comments regarding patentability of the invention, and the first OA is 
almost always negative, meaning the examiner has rejected the claims of the application for 
one reason or another. We review the OA and draft a letter to the client suggesting an 
appropriate response. After the client agrees to the general content of the response, a first 
draft of the response is prepared and sent to the client for review and approval. The response is 
filed with the Patent Office after being finalized.  
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Prosecution generally involves two to three office actions and corresponding responses. At 
some point, agreement is reached regarding the patentability of the invention as claimed, so 
the claims are indicated as allowable. 
 
Issuance: 
Once the claims have been allowed, the patent is granted/issued as long as the issue fee and 
publication fee have been paid and the formal drawings have been filed and approved. 
 
Maintenance: 
A patent filed has a maximum term of 20 years calculated from its earliest “effective” filing date 
(this is not necessarily the actual filing date). In order to keep the patent enforceable, periodic 
maintenance fees are paid about every 3.5 - 4 years in the U.S. and a few other 
countries.  Annuities, rather than periodic maintenance fees, are paid abroad in most other 
jurisdictions throughout the patent term.  The longer a patent is maintained, the higher the 
maintenance fees or annuities.    

 


